32968

Federal Register/Vol. 73, No. 112/ Tuesday, June 10, 2008/Rules and Regulations

for extensions of time. Accordingly,
there is no need to authorize, or
encourage, requests for extension of
times by petition under Bd.R. 41.3.
Should a circumstance develop where
an appellant has an extraordinary
reason for needing an extension, a
petition may be filed under Rule 183
addressed to the Chief Administrative
Patent Judge.

Bd.R. 41.52

Comment 102. A comment was
received that the word “rehearing” in
the title and text of Bd.R. 41.52 should
be changed to “‘reconsideration.”
According to the commentator, the word
“rehearing” implies, incorrectly, that an
oral hearing may be held.

Answer. The comment is correct in
indicating that a “rehearing” under 35
U.S.C. 6 and Bd.R. 41.52 does not mean
an oral hearing will be held. The word
“rehearing” is used in the rule because
it is the word used in the statute
authorizing the Board to grant a
“rehearing.”” 35 U.S.C. 6(b).

Bd.R. 41.52(d)

Comment 103. Several comments
suggested that a change be made to
Bd.R. 41.52(d) and (f) because it may not
be appropriate for an appellant to
indicate in a petition for rehearing filed
pursuant to Bd.R. 41.50(d)(2) to discuss
what points the Board may have
misapprehended or overlooked.

Answer. The suggestion is not being
adopted. If an appellant is dissatisfied
with a “new ground of rejection” under
Bd.R. 41.50(d) and the appellant elects
to ask the Board for a rehearing (as
opposed to further consideration by the
examiner), then it is entirely appropriate
for the appellant to advise the Board
what fact or issue of law was
misapprehended or overlooked. In filing
a request for rehearing, the appellant
shall rely only on the record on appeal.

Comment 104. A comment suggested
that a request for rehearing should be
able to address a new point made by the
Board in its opinion in support of a
decision on appeal.

Answer. Bd.R. 41.52 should not be
understood to preclude the presentation
in a request for rehearing of an argument
responding to a new point made by the
Board. The argument in the request for
rehearing would be that the Board
misapprehended the point.

Bd.R. 41.56

Comment 105. A comment claimed
that Bd.R. 41.56 gives the Board
authority to “assert” that an argument in
an appeal brief is frivolous (see Bd.R.
41.56(a)(2)) or hold a fact to have been
established (see Bd.R. 41.56(b)(2)). The

comment goes on to state that it is not
clear how an applicant “appeals” from
such an order other than to the courts.

Answer. The jurisdiction of the Board
is to review adverse decisions of an
examiner. 35 U.S.C. 134. If in the course
of the review, the Board enters a
sanction and holds a fact to have been
established and based on that fact a
rejection is affirmed, the applicant
would have judicial review of the
Board’s decision in the Federal Circuit
(35 U.S.C. 141-144) or the U.S. District
Court for the District of Columbia (35
U.S.C. 145). If in the course of the
appeal, a sanction is entered by anyone
other than a panel of the Board, an
applicant would have administrative
review by petition.

Comment 106. Several comments
questioned the need for Bd.R. 41.56.

Answer. Bd.R. 41.56 sets out conduct
which is detrimental to the efficient
administration of ex parte appeals
before the Office. The comments suggest
that Bd.R. 41.56 fails to give adequate
notice of what might be considered
“misconduct.” A similar rule has
existed in interference cases. Bd.R.
41.128. Sanctions are very rare in
interference cases. The presence of
Bd.R. 41.128 advises practitioners and
others with respect to behavior which is
not consistent with efficient
administration of interference cases. In
like manner, Bd.R. 41.56 does the same
for ex parte appeals. The rule also
provides notice of the nature of a
sanction in the event there has been a
violation of the rules or an order entered
in an appeal. It is expected that
sanctions will be rare in ex parte
appeals. The comments note that the
“standards” for whether a sanction
should be imposed are “subjective’” and
that sanctions will be entered as a
matter of discretion by the Office. The
sanction provisions of other tribunals
are equally subjective and are entered
(or not entered) as a matter of discretion.
Courts and other agencies have
administered sanction rules without any
apparent difficulty.

Comment 107. A comment asked
whether Rule 11 of the Fed. R. Civ. P.
and case law construing or applying the
rule are relevant to the definition of
“misleading” and “frivolous” in Bd.R.
41.56.

Answer. Both words will be construed
under Bd.R. 41.56 according to their
ordinary meaning. Precedent of a court
may or may not be helpful. The terms
will be interpreted in the context of the
appeals rules. Cf. FirstHealth of the
Carolinas, Inc. v. CareFirst of Maryland,
Inc., 479 F.3d 825, 829 (Fed. Cir. 2007)
(the TTAB has discretion to reasonably
interpret the meaning of “‘excusable

neglect” in the context of its own
regulations, citing Thomas Jefferson
University v. Shalala, 512 U.S. 504, 512
(1994) (an agency’s interpretation of its
own regulation is given controlling
weight unless it is plainly erroneous or
inconsistent with the regulation)).

Comment 108. A comment noted that
the sanctions rule (Bd.R. 41.56) does not
provide for “an appeal”” and therefore
constitutes a denial of due process.

Answer. If a sanction is entered prior
to a final decision of the Board, review
is available by petition and
subsequently in a court to the extent
authorized by Congress. As noted
earlier, a sanction having an effect on
the merits is reviewable along with the
merits in the Federal Circuit (35 U.S.C.
141) or the U.S. District Court for the
District of Columbia (35 U.S.C. 145).

Comment 109. A comment suggested
that the sanctions are unnecessary
because the Office has not shown that
any of the sanctions are necessary or
have been used.

Answer. The need for a sanction rule
is based on experience in appeals over
the years. A sanction rule provides
important public notice of behavior
which is prejudicial to the effective
administration of appeals within the
Office. The sanction to be applied in a
particular case will depend on the facts.
Generally, sanctions are not applied
without giving an appellant an
opportunity to explain and justify its
behavior.

A sanction of not entering a docket
notice may be appropriate where an
appellant repeatedly declines to comply
with procedural requirements to perfect
an appeal.

An order holding certain facts to have
been established or from contesting a
certain issue might be appropriate
where an appellant is asked (Bd.R.
41.50(f)) to brief certain matters and
avoids directly answering specific
questions posed by the Board.

An order expunging a paper might be
entered where an appellant repeatedly
fails to file a paper complying with the
rules.

An order excluding evidence might be
appropriate where an appellant refuses
to properly file evidence or where
knowingly “false” evidence is
presented.

Other sanctions may be appropriate
depending on the situation, including
sanctions not specifically listed in Bd.R.
41.56(b). The expectation is that
sanctions will rarely be necessary. On
the other hand, having notice in the
rules of possible sanctions can avoid
arguments by someone that the Office
has not given notice of its intent to take
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action against an appellant when
necessary.

Rulemaking Considerations
Administrative Procedure Act

The changes in the rules relate solely
to the procedure to be followed in filing
and prosecuting an ex parte appeal to
the Board. Therefore, these rule changes
involve interpretive rules, or rules of
agency practice and procedure under 5
U.S.C. 553(b)(A). Prior notice and an
opportunity for public comment are not
required pursuant to 5 U.S.C. 553(b)(A)
(or any other law). See Bachow
Communications, Inc. v. F.C.C., 237
F.3d 683, 690 (D.C. Cir. 2001) (rules
governing an application process are
“rules of agency organization,
procedure, or practice” and exempt
from the Administrative Procedure Act’s
notice and comment requirement);
Merck & Co., Inc. v. Kessler, 80 F.3d
1543, 1549-50 (Fed. Cir. 1996) (the rules
of practice promulgated under the
authority of former 35 U.S.C. 6(a) (now
in 35 U.S.C. 2(b)(2)) are not substantive
rules (to which the notice and comment
requirements of the Administrative
Procedure Act apply)); Fressola v.
Manbeck, 36 USPQ2d 1211, 1215
(D.D.C. 1995) (“[ilt is extremely
doubtful whether any of the rules
formulated to govern patent or trade-
mark practice are other than
‘interpretive rules, general statements of
policy, * * * procedure, or
practice’ ’(quoting C.W. Ooms, The
United States Patent Office and the
Administrative Procedure Act, 38
Trademark Rep. 149, 153 (1948))); Eli
Lilly & Co. v. Univ. of Washington, 334
F.3d 1264, 1269 n.1 (Fed. Cir. 2003).

Regulatory Flexibility Act

The Deputy General Counsel for
General Law of the United States Patent
and Trademark Office certifies to the
Chief Counsel for Advocacy of the Small
Business Administration that this final
rulemaking, Rules of Practice Before the
Board of Patent Appeals and
Interferences in Ex Parte Appeals (RIN
0651-AC12), will not have a significant
economic impact on a substantial
number of small entities. See 5 U.S.C.
605(b).

The United States Patent and
Trademark Office (Office) is amending
its rules in 37 CFR part 41 governing
prosecution in ex parte appeals at the
Board of Patent Appeals and
Interferences (Board). There are fee
changes associated with the final rules.

The changes in this final rule involve
interpretive rules, or rules of agency
practice and procedure, and prior notice
and an opportunity for public comment

are not required pursuant to 5 U.S.C.
553(b)(A) (or any other law). Because
prior notice and an opportunity for
public comment are not required for the
changes proposed in this rule, a
Regulatory Flexibility Act analysis is
also not required for the changes
proposed in this rule. See 5 U.S.C. 603.
Nevertheless, the Office published a
notice of proposed rulemaking in the
Federal Register and in the Official
Gazette of the United States Patent and
Trademark Office, in order to solicit
public participation with regard to this
rule package.

In response to the notice of proposed
rule making, a comment was submitted
that contended that a Regulatory
Flexibility Act analysis is required
under 5 U.S.C. 603. Because these rules
are procedural, they are not required to
be published for notice and comment.
The Office chose, however, to publish
these rules for comment prior to
adoption of the final rules in order to
request valuable input from the public.

The primary changes in this rule are:
(1) The requirements for an appeal brief
include new sections for jurisdictional
statement, table of contents, table of
authorities, statement of facts, new
format for arguments in the appeal brief
and for claim support and drawing
analysis section and means or step plus
function analysis section in the
appendix of the appeal brief, new
section for table of contents in the
evidence section of the appendix, new
format in 14-point font, and 30-page
limit for the grounds of rejection,
statement of facts, and argument
sections, (2) the requirements for a reply
brief include new sections for table of
contents, table of authorities, statement
of additional facts, new format for
arguments in the reply brief, new format
in 14-point font, and 20-page limit for
the statement of additional facts and
argument sections, (3) the requirements
for a request for rehearing include new
sections for table of contents, table of
authorities, new format for arguments in
the request for rehearing, new format in
14-point font, and 10-page limit for the
argument section, (4) new grounds of
rejection are no longer permitted in an
examiner’s answer, (5) the examiner’s
response to a reply brief is eliminated,
(6) petitions to exceed the page limit for
an appeal brief, reply brief or request for
rehearing are made under Rule 41.3
which requires a $400 fee, (7) petitions
for an extension of time to file a reply
brief, request for oral hearing, or request
for rehearing are made under Rule 41.3
which requires a $400 fee, and (8) a list
of technical terms or unusual words to
be provided to the transcriber at the oral
hearing. The rules described in (1)

through (5) and (8) will apply to all
appeal briefs filed with the Board. The
rules described in (6) and (7) will apply
only to those applicants filing certain
petitions.

Appeal Brief (1)

Little additional cost is associated
with the new appeal brief requirements.

The jurisdictional statement of the
appeal brief is a highly structured, fact-
based paragraph of a maximum of 5 to
6 simple sentences. It is estimated that
this section would add 10 to 15 minutes
to the preparation of the brief. Assuming
that the jurisdictional statement is
prepared by a law firm staff member at
the paralegal level, at an average billing
rate of $150 an hour, the added cost for
preparation of the jurisdictional
statement is $25 to $37.50. In some
cases, however, the preparation of the
jurisdictional statement will result in a
substantial time and cost savings to the
applicant. For instance, if in the
preparation of the jurisdictional
statement it becomes apparent that the
application is abandoned, the applicant
can take advantage of available revival
remedies at an early date and avoid an
unnecessary dismissal of the appeal.

The table of contents and table of
authorities sections add very little
additional cost to the preparation of the
appeal brief. Modern word processors
make the creation of a table of contents
or a table of authorities fairly easy when
headings are used in a document. The
current rules and the proposed rules
require the use of headings in the appeal
brief. Assuming that virtually all
applicants create their documents with
a word processor, it would add 5 to 10
minutes to the preparation of the brief
to insert the table of contents and table
of authorities. Assuming that the table
of contents and table of authorities are
prepared by a law firm staff member at
the paralegal level, at an average billing
rate of $150 an hour, the added cost for
preparation of these two tables is $12.50
to $25. It should be noted that in many
appeals pending before the Board, the
briefs contain a table of contents or table
of authorities even though these
sections are not currently required.

The statement of facts section will not
add to the appeal brief preparation cost
and in many cases it will be a small cost
savings. While the statement of facts is
a new section in the final rule, the
information contained in this section is
part of the argument section of appeal
briefs submitted under the current rule.
By separating the facts from the
argument, the applicant needs only to
list a fact once and refer to it in the
argument. Under current practice,
applicant often times repeats a fact if
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using it to support multiple arguments.
Thus, in many cases the applicant will
save time by not having to repeat a fact.
Furthermore, the requirement for a fact
to reference a specific portion of the
Record does not impact the appeal brief
preparation cost as it is a requirement
under the current rule.

Under the final rule, the argument
section of the appeal brief has a new
requirement for applicant to identify
where an argument was made in the
first instance to the examiner or state
that it is a new argument. It is estimated
that this requirement would add 10
minutes to the preparation of the brief.
Assuming that the argument section is
prepared by a law firm staff member at
the attorney level, at an average billing
rate of $310 an hour, the added cost for
preparation of the argument section is
$51.67. Compliance with this
requirement should be relatively easy.
An applicant can take an appeal
following the second rejection of the
claims by the examiner. In most cases,
this will mean that the argument was
made to the examiner either in response
to a first Office action or in response to
a second Office action, likely a final
rejection. Additionally, identification of
whether an argument in an appeal brief
is “new” will enable senior Patent
Corps personnel to evaluate the new
argument and determine whether a
rejection should be withdrawn. This
will provide a savings to applicant in
one of two ways: (1) Eliminating at an
early stage appeals which should not go
forward or (2) making appeals which go
forward capable of prompt resolution.
The identification of where an argument
is made or if it is a new argument
prevents arguments from being
overlooked by the examiner and allows
senior Patent Corps personnel to more
readily assess all the arguments. If it is
decided, based on the arguments in the
appeal brief, that the claims are
allowable, the applicant saves the time
of a full appeal to the Board and waiting
for a decision. The applicant also saves
the possible expense of a request for oral
hearing before the Board. In those
appeals which are presented to the
Board, the arguments in the case will be
readily identifiable for the panel to
review in deciding the issues. This
allows the panel to be more efficient in
their decision making and consequently
reducing the pendency of applications
at the Board. By aiding in increasing the
efficiency of panel review, the applicant
will reduce the time it takes to receive
a Board decision.

The claim support and drawing
analysis section and the means or step
plus function analysis section are
analogous to the current summary of the

claimed subject matter section in the
appeal brief. The information required
for these two newly titled sections is the
same as that required by the current
rules. The final rule, however, is
explicit as to the format to be followed
in these sections. The current rule
requires an explanation of the subject
matter, whereas the final rule sets forth
the precise format to be used in
mapping claim limitations to the
support and description of the
limitations in the specification and
drawings. Bd. R. 41.37(r) and (s). The
current rule leaves the format for the
explanation of the claimed subject
matter open to interpretation by the
applicant. Rule 41.37(c)(1)(v). The final
rule provides a standardized, easy to
follow format for these sections. By
following the prescribed format of the
final rule, the applicant will save time
in not having to create their own format
to explain the claimed subject matter.
Moreover, the final rule format is
expected to reduce the number of
applications returned to the examiner
because the brief is not compliant with
the explanation of the claimed subject
matter section of the rule. Under the
current rules, it is not uncommon for a
case to be returned to the examiner
because of deficiencies in the summary
of the claimed subject matter section of
the appeal brief. When a case is
returned to the examiner for correction
of a non-compliant brief, the applicant
must prepare and file a corrected brief.
This delays the applicant’s appeal and
costs the applicant money to prepare a
compliant brief. By following the clear,
standardized format in the final rule for
the claim support and drawing analysis
section and means or step plus function
section, applicants can prevent a return
of their application on either or both of
these bases. This will save the applicant
the time and expense incurred for filing
a corrected appeal brief. The claim
support and drawing analysis section
and the means or step plus function
analysis section will not add cost to the
appeal brief and will provide a savings
to applicants in some cases.

As reasoned above, for the table of
contents and table of authorities
sections, the preparation of a table of
contents for the evidence section of the
appeal brief appendix will add about
five minutes to the time for preparing
the brief. Assuming that the table of
contents is prepared by a law firm staff
member at the paralegal level, at an
average billing rate of $150 an hour, the
added cost for preparation of the table
of contents is $12.50.

The final rule requires the font for the
appeal brief to be 14 point in size.
Assuming that virtually all applicants

create their documents with a word
processor, no additional time or cost is
incurred in the selection of a 14-point
font for the document.

The final rule sets forth a 30-page
limit on the combined length of grounds
of rejection, statement of facts, and
argument sections of the appeal brief.
This limit will not have any economic
impact on approximately 97% of
applicants. A recent survey of appeal
briefs revealed that less than 3% of
appeal briefs filed exceeded 30 pages in
the current grounds of rejection and
argument sections.

Reply Brief (2)

Very little additional economic
impact is associated with the new reply
brief requirements.

As set forth above in the discussion of
the table of contents and table of
authorities in the appeal brief, the
creation of these sections will add only
5 to 10 minutes to the preparation of the
reply brief. Assuming that the table of
contents and table of authorities are
prepared by a law firm staff member at
the paralegal level, at an average billing
rate of $150 an hour, the added cost for
preparation of the jurisdictional
statement is $12.50 to $25. It should
also be noted that in a recent survey of
cases on appeal at the Board, only 68%
of the cases contained reply briefs. This
added cost applies only to cases in
which a reply brief is filed.

For the reasons listed above in the
discussion of the statement of facts in
the appeal brief, the statement of
additional facts in the reply brief will
not have any economic impact on the
preparation of the reply brief and in
many cases the applicant will save time.

Under the final rule, the argument
section of the reply brief has a new
requirement that arguments be
responsive to points made in the
examiner’s answer; otherwise the
argument will not be considered and
will be treated as waived. This
requirement does not impose any
additional economic burden on the
applicant. It only makes clear what
arguments in the reply brief will be
considered by the Board. It saves the
applicant the time and expense of
preparing arguments that will not be
considered.

The final rule requires the font for the
reply brief to be 14 point in size.
Assuming that virtually all applicants
create their documents with a word
processor, no additional time or cost is
incurred in the selection of a 14-point
font for the document.

The final rule sets forth a 20-page
limit on the combined length of the
statement of additional facts and
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argument sections of the reply brief. A
recent survey of reply briefs revealed
that less than 1% of reply briefs filed
exceeded 20 pages.

Request for Rehearing (3)

With regard to the third change, very
little additional economic impact is
associated with the new request for
rehearing requirements.

As set forth above in the discussion of
the table of contents and table of
authorities in the appeal brief, the
creation of these sections will add 5 to
10 minutes to the preparation of the
request for rehearing. Assuming that the
table of contents and table of authorities
are prepared by a law firm staff member
at the paralegal level, at an average
billing rate of $150 an hour, the added
cost for preparation of the jurisdictional
statement is $12.50 to $25. It should
also be noted that in Fiscal Year 2007,
there were only 123 requests for
rehearing of a Board decision filed at the
USPTO, out of 3,485 Board decisions
rendered. This added cost applies only
to cases in which a request for rehearing
is filed.

Under the final rule, the argument
section of the request for rehearing has
a new format requirement that requires
the applicant to explicitly identify in
the Record the point that applicant
believes was misapprehended or
overlooked by the Board. Under current
Rule 41.52(a)(1), applicants are required
to “state with particularity the points
believed to have been misapprehended
or overlooked by the Board.” Citation to
the Record in compliance with the final
rule will add 5 to 10 minutes to the
preparation of a request for rehearing.
Assuming that the argument section is
prepared by a law firm staff member at
the attorney level, at an average billing
rate of $310 an hour, the added cost for
preparation of the argument section is
$25.83 to $51.67.

The final rule requires the font for the
reply brief to be 14 point in size.
Assuming that virtually all applicants
create their documents with a word
processor, no additional time or cost is
incurred in the selection of a 14-point
font for the document.

The final rule sets forth a 10-page
limit for the argument section of the
request for rehearing. This limit will
have no economic impact on most
applicants. A survey of the request for
rehearing in 92 rehearing cases decided
within the last year (FY 2007) revealed
that only 21 requests for rehearing
contained arguments exceeding 10

pages.

Prohibition on New Grounds of
Rejection in Examiner’s Answer (4)

A savings to the applicant will result
from the prohibition of new grounds of
rejection in an examiner’s answer. The
current rules permit a new ground of
rejection to be made in the examiner’s
answer. Rule 41.39(a)(2). In response to
a new ground of rejection an applicant
must request that prosecution be
reopened before the examiner or file a
reply brief with a request that the appeal
be maintained. Rule 41.39(b). If the
applicant elects to respond to the new
ground of rejection by filing a reply
brief, the reply brief may not be
accompanied by any amendment,
affidavit or other evidence. Rule
41.39(b)(2). In order to present an
amendment, affidavit or other evidence,
the applicant must expend additional
time and resources to reopen
prosecution before the examiner. Recent
data from the Patent Corps reveals that
in Fiscal Year 2007 (FY 2007)
approximately 5% of examiner’s
answers written that year contained a
new ground of rejection. The final rules
prohibit a new ground of rejection in an
examiner’s answer and, thus, provide a
savings to applicants in not having to
prepare a response to a new ground of
rejection late in the appeal process.

Elimination of Examiner’s Response to
Reply Brief (5)

The final rules eliminate the
requirement for an examiner’s response
following a reply brief. Under the
current rules, examiners are required to
respond to a reply brief either by filing
a communication noting the reply brief
or by filing a supplemental examiner’s
answer. Rule 41.43(a)(1). The final rules
eliminate both types of examiner
response to a reply brief.

The elimination of the examiner’s
requirement to note the reply brief
allows applications on appeal to
proceed directly to the Board upon
filing of the reply brief, without waiting
for an examiner’s response. This saves
the applicant valuable time in the
appeal process. It also saves the
applicant the expense of tracking the
examiner’s response to the reply brief.

The elimination of a supplemental
examiner’s answer in response to a
reply brief also allows applications on
appeal to proceed directly to the Board
upon filing of the reply brief. The
applicant realizes an additional savings
by elimination of the supplemental
examiner’s answer. Current practice
provides that the applicant may file
another reply brief in response to a
supplemental examiner’s answer. In
almost every appeal where a

supplemental examiner’s answer is
provided, the applicant submits a reply
brief. By eliminating the supplemental
examiner’s answer, it eliminates the
need for applicant to respond with
another reply brief. Therefore,
elimination of the supplemental
examiner’s answer saves the applicant
the cost of preparing another reply brief.

Petition To Exceed the Page Limit (6)

A $400 cost is incurred for applicants
who petition to exceed the page limit for
filing an appeal brief, reply brief or
request for rehearing. The final rules
permit an applicant to petition under
Rule 41.3 to exceed a page limit
requirement. Petitions under Rule 41.3
must be accompanied by a $400 fee.
Thus, the $400 petition fee is not a new
fee, but the application of the existing
petition fee to a new rule. Applicants
can avoid this fee by filing a brief or
request for rehearing within the page
limits set forth in the rules.

Petition for Extension of Time (7)

An additional $200 cost is incurred
for applicants who petition for an
extension of time to file a reply brief,
request for oral hearing or request for
rehearing. Under the current rules, an
applicant may request an extension of
time to file the above papers under Rule
1.136(b). Rule 1.136(b) requests must be
accompanied by a $200 fee. The final
rules still permit applicants to request
such extensions of time; however, the
request must be made by petition under
Rule 41.3, which requires a $400 fee.
Thus, the net additional cost for an
extension of time is $200. Moreover,
applicants can avoid this fee by filing
documents within the time periods set
forth in the rules.

List of Technical Terms or Unusual
Words (8)

A small additional cost is associated
with the new requirement for a list of
technical terms or unusual words for the
transcriber at the oral hearing. It is
estimated that the list would take 5 to
10 minutes or less to prepare. Assuming
that the list of terms is prepared by a
law firm staff member at the attorney
level, at an average billing rate of $310
an hour, the added cost for preparation
of the list of terms is $25.83 to $51.67.
It is further assumed that this list will
replace the current practice of a
question and answer session with the
transcriber at the end of the hearing to
collect these same terms. Note that in
Fiscal Year 2007, there were 965
requests for oral hearing filed at the
USPTO out of 4,639 appeals received at
the Board. This added cost applies only
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to cases in which a request for oral
hearing is filed.

If an applicant were to incur all the
additional costs outlined above, the
total would range from $778.33 to
$880.01. In many cases, however, the
costs will be less than $880.01 when the
savings outlined for the appeal brief,
reply brief, no new grounds of rejection
in examiner’s answer, and no examiner
response to the reply brief are realized.
Moreover, the additional legal costs are
not significant when compared to the
cost of legal fees when filing an appeal
with the Board. The net additional legal
services cost, minus the Office petition
fees of $400 (to exceed page limit) and
$200 (request for extension of time), is
$178.33 to $280.01. According to the
2007 Report of the Economic Survey by
the American Intellectual Property Law
Association (AIPLA), page 21, the
median charge in 2006 for an appeal to
the Board without government fees and
without oral argument was $4,000. An
increase of $178.33 to $280.01, out of
$4,000, represents an increase of only
4.5% to 7%. From the same 2007 AIPLA
survey, the median charge in 2006 for
an appeal to the Board without
government fees and with oral argument
was $6,500. Thus, an additional cost of
$178.33 to $280.01, in a case with oral
argument, represents an increase of only
2.7% to 4.3%.

These additional costs apply equally
to large and small entities, but do not
disproportionately impact small entities
for the following reasons. In examining
the additional costs associated with the
final rules, the largest single additional
cost is the $400 petition fee to exceed
the page limit for an appeal brief, reply
brief, or request for rehearing. As will be
shown the potential number of small
entities impacted by this fee is a very
small number.

In FY 2007, the Office processed
4,808 appeal briefs filed by small
entities and 18,337 appeal briefs filed by
large entities. Assuming 3% of the
appeal briefs filed by small entities
contained sections for the grounds of
rejection and argument exceeding 30
pages (see final paragraph of Appeal
Brief (1) section), this provides an
estimate of 144 small entities that would
find it necessary to petition to exceed
the appeal brief page limitation.
Similarly, in FY 2007, the Office
processed 1,341 reply briefs filed by
small entities and 3,606 reply briefs
filed by large entities. Assuming 1% of
the reply briefs filed by small entities
contained sections for a statement of
additional facts and argument exceeding
20 pages (see final paragraph of Reply
Brief (2) section), this provides an
estimate of 14 small entities that would

find it necessary to petition to exceed
the reply brief page limitation. Finally,
in FY 2007, the Office processed 33
requests for rehearing filed by small
entities and 90 requests for rehearing
filed by large entities. Assuming 23% of
the requests filed by small entities
contained argument sections exceeding
10 pages (see final paragraph of Request
for Rehearing (3) section), this provides
an estimate of eight small entities that
would find it necessary to petition to
exceed the request for rehearing page
limitation. Thus, at most, the maximum
number of small entities affected by the
$400.00 petition fee is 166 small
entities. When this number is compared
to the 5,977 small entities that filed a
notice of appeal with the Office in FY
2007 (21,653 notices of appeal were
filed by large entities in the same
period), it demonstrates that the petition
fee has the potential to affect only 2.8%
of the small entities filing an appeal. An
effect on 2.8% of the small entities filing
an appeal is not a disproportionate
impact on small entities, nor is the
actual number of 166 impacted small
entities a substantial number.

For these reasons, the Office has
concluded that the changes in the Final
Rules will not have a significant
economic impact on a substantial
number of small entities.

Executive Order 13132

This rulemaking does not contain
policies with federalism implications
sufficient to warrant preparation of a
Federalism Assessment under Executive
Order 13132 (Aug. 4, 1999).

Executive Order 12866

This rulemaking has been determined
to be not significant for the purpose of
Executive Order 12866 (Sept. 30, 1993).

Paperwork Reduction Act

This rulemaking includes
requirements for structuring information
submitted to the USPTO by
practitioners in order to process ex parte
appeals before the Board of Patent
Appeals and Interferences (BPAI). The
agency has received comments from the
public concerning the burden of these
rules on the public. In order to ensure
that there is opportunity for the burden
impact of these actions to be open for
public comment, the USPTO will be
submitting to the Office of Management
and Budget (OMB) a request to consider
this information subject to the
Paperwork Reduction Act of 1995 (44
U.S.C. 3501 et seq.).

The USPTO will be submitting to
OMB the following items associated
with this rule making for inclusion in a
new collection specific to the Board of

Patent Appeals and Interferences:
appeal brief, petition for extension of
time for filing a paper after the brief,
petition to increase the page limit, reply
brief and request for rehearing before
the BPAL Per the requirements of
submission of an information collection
request to OMB, the USPTO will
publish a 60-Day Federal Register
Notice which will invite comments on:
(1) Whether the collection of
information is necessary for proper
performance of the functions of the
agency; (2) the accuracy of the agency’s
estimate of the burden; (3) ways to
enhance the quality, utility, and clarity
of the information to be collected; and
(4) ways to minimize the burden of the
collection of information to
respondents.

Interested persons are requested to
send comments regarding this
information collection, including
suggestions for reducing this burden, to
Kimberly Jordan, Chief Trial
Administrator, Board of Patent Appeals
and Interferences, United States Patent
and Trademark Office, PO Box 1450,
Alexandria, VA 22313-1450, (marked:
Information Collection Comment) or to
the Office of Information and Regulatory
Affairs, OMB, 725 17th Street, NW.,
Washington, DC 20503, (Attn: PTO Desk
Officer).

Notwithstanding any other provision
of law, no person is required to respond
to nor shall a person be subject to a
penalty for failure to comply with a
collection of information subject to the
requirements of the Paperwork
Reduction Act unless that collection of
information displays a currently valid
OMB control number.

List of Subjects in 37 CFR Part 41

Administrative practice and
procedure, Inventions and patents,
Lawyers.

m For the reasons stated in the preamble,
the Under Secretary of Commerce for
Intellectual Property and Director of the
United States Patent and Trademark
Office amends 37 CFR Chapter 1, part
41 as follows:

PART 41—PRACTICE BEFORE THE
BOARD OF PATENT APPEALS AND
INTERFERENCES

m 1. The authority citation for part 41 is
revised to read as follows:

Authority: 35 U.S.C. 2(b)(2), 3(a)(2)(A), 21,
23, 32,132, 133, 134, 135, 306, and 315.
Subpart A—General Provisions

m 1.In §41.2, revise the definitions of
“Board” and ‘“Contested case” to read as
follows:



Federal Register/Vol. 73, No. 112/ Tuesday, June 10, 2008/Rules and Regulations

32973

§41.2 Definitions.
* * * * *

Board means the Board of Patent
Appeals and Interferences and includes:

(1) For a final Board action in an
appeal or contested case, a panel of the
Board.

(2) For non-final actions, a Board
member or employee acting with the
authority of the Board.

* * * * *

Contested case means a Board
proceeding other than an appeal under
35 U.S.C. 134. An appeal in an inter
partes reexamination proceeding is not
a contested case.

* * * * *

m 2.In §41.3, revise paragraphs (a) and
(b) to read as follows:

§41.3 Petitions.

(a) Deciding official. A petition
authorized by this part must be
addressed to the Chief Administrative
Patent Judge. The Chief Administrative
Patent Judge may delegate authority to
decide petitions.

(b) Scope. This section covers
petitions on matters pending before the
Board, petitions authorized by this part
and petitions seeking relief under 35
U.S.C. 135(c); otherwise see §§1.181 to
1.183 of this title. The following matters
are not subject to petition:

(1) Issues committed by statute to a
panel.

(2) In pending contested cases,
procedural issues. See §41.121(a)(3) and
§41.125(c).

* * * * *

m 3.In §41.4, revise paragraphs (b) and
(c) to read as follows:

§41.4 Timeliness.
* * * * *

(b) Late filings. (1) A request to revive
an application which becomes
abandoned or a reexamination
proceeding which becomes terminated
under §§ 1.550(d) or 1.957(b) or (c) of
this title as a result of a late filing may
be filed pursuant to § 1.137 of this title.

(2) A late filing that does not result in
an application becoming abandoned or
a reexamination proceeding becoming
terminated under §§ 1.550(d) or 1.957(b)
or limited under § 1.957(c) of this title
may be excused upon a showing of
excusable neglect or a Board
determination that consideration on the
merits would be in the interests of
justice.

(c) Scope. Except to the extent
provided in this part, this section
governs proceedings before the Board,
but does not apply to filings related to
Board proceedings before or after the
Board has jurisdiction (§ 41.35), such as:

(1) Extensions during prosecution (see
§1.136 of this title).

(2) Filing of a notice of appeal and an
appeal brief (see §§41.31(c) and
41.37(c)).

(3) Seeking judicial review (see
§§1.301 to 1.304 of this title).

m 4. Revise §41.12 to read as follows:

§41.12 Citation of authority.

(a) Authority. Citations to authority
must include:

(1) United States Supreme Court
decision. A citation to a single source in
the following order of priority: United
States Reports, West’s Supreme Court
Reports, United States Patents
Quarterly, Westlaw, or a slip opinion.

(2) United States Court of Appeals
decision. A citation to a single source in
the following order of priority: West’s
Federal Reporter (F., F.2d or F.3d),
West’s Federal Appendix (Fed. Appx.),
United States Patents Quarterly,
Westlaw, or a slip opinion.

(3) United States District Court
decision. A citation to a single source in
the following order of priority: West’s
Federal Supplement (F.Supp., F.Supp.
2d), United States Patents Quarterly,
Westlaw, or a slip opinion.

(4) Slip opinions. If a slip opinion is
relied upon, a copy of the slip opinion
must accompany the first paper in
which an authority is cited.

(5) Pinpoint citations. Use pinpoint
citations whenever a specific holding or
portion of an authority is invoked.

(b) Non-binding authority. Non-
binding authority may be cited. If non-
binding authority is not an authority of
the Office and is not reproduced in one
of the reporters listed in paragraph (a)
of this section, a copy of the authority
shall be filed with the first paper in
which it is cited.

Subpart B—EXx parte Appeals

m 5. Revise § 41.30 to add a definition of
“Record” to read as follows:

§41.30 Definitions.
* * * * *

Record means the official content of
the file of an application or
reexamination proceeding on appeal.
m 6. Revise §41.31 to read as follows:

§41.31 Appeal to Board.

(a) Notice of appeal. An appeal is
taken to the Board by filing a notice of
appeal.

(b) Fee. The notice of appeal shall be
accompanied by the fee required by
§41.20(b)(1).

(c) Time for filing notice of appeal. A
notice of appeal must be filed within the
time period provided under § 1.134 of
this title.

(d) Extensions of time to file notice of
appeal. The time for filing a notice of
appeal is extendable under the
provisions of § 1.136(a) of this title for
applications and § 1.550(c) of this title
for ex parte reexamination proceedings.

(e) Non-appealable issues. A non-
appealable issue is an issue not subject
to an appeal under 35 U.S.C. 134. An
applicant or patent owner dissatisfied
with a decision of an examiner on a
non-appealable issue shall timely seek
review by petition before jurisdiction
over an appeal is transferred to the
Board (see § 41.35). Failure to timely file
a petition seeking review of a decision
of the examiner related to a non-
appealable issue may constitute a
waiver to having that issue considered
in the application or reexamination on
appeal.

m 7. Revise §41.33 to read as follows:

§41.33 Amendments and evidence after
appeal.

(a) Amendment after notice of appeal
and prior to appeal brief. An
amendment filed after the date a notice
of appeal is filed and prior to the date
an appeal brief is filed may be admitted
as provided in § 1.116 of this title.

(b) Amendment with or after appeal
brief. An amendment filed on or after
the date an appeal brief is filed may be
admitted:

(1) To cancel claims. To cancel claims
provided cancellation of claims does not
affect the scope of any other pending
claim in the application or
reexamination proceeding on appeal, or

(2) To convert dependent claim to
independent claim. To rewrite
dependent claims into independent
form.

(c) Other amendments. No other
amendments filed after the date an
appeal brief is filed will be admitted,
except as permitted by §§41.50(b)(1),
41.50(d)(1), or 41.50(e) of this subpart.

(d) Evidence after notice of appeal
and prior to appeal brief. Evidence filed
after the date a notice of appeal is filed
and prior to the date an appeal brief is
filed may be admitted if:

(1) The examiner determines that the
evidence overcomes at least one
rejection under appeal and does not
necessitate any new ground of rejection,
and

(2) appellant shows good cause why
the evidence was not earlier presented.

(e) Other evidence. All other evidence
filed after the date an appeal brief is
filed will not be admitted, except as
permitted by §§41.50(b)(1) or
41.50(d)(1) of this subpart.

m 8. Revise §41.35 to read as follows:
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§41.35 Jurisdiction over appeal.

(a) Beginning of jurisdiction. The
jurisdiction of the Board begins when a
docket notice is mailed by the Board.

(b) End of jurisdiction. The
jurisdiction of the Board ends when:

(1) The Board mails a remand order
(see §41.50(b) or §41.50(d)(1) of this
subpart),

(2) The Board mails a final decision
(see §41.2 of this part) and judicial
review is sought or the time for seeking
judicial review has expired,

(3) An express abandonment is filed
which complies with § 1.138 of this
title, or

(4) A request for continued
examination is filed which complies
with §1.114 of this title.

(c) Remand ordered by the Director.
Prior to entry of a decision on the
appeal by the Board (see § 41.50), the
Director may sua sponte order an
application or reexamination
proceeding on appeal to be remanded to
the examiner.

m 9. Revise §41.37 to read as follows:

§41.37 Appeal brief.

(a) Requirement for appeal brief. An
appeal brief shall be timely filed to
perfect an appeal. Upon failure to file an
appeal brief, the proceedings on the
appeal are terminated without further
action on the part of the Office.

(b) Fee. The appeal brief shall be
accompanied by the fee required by
§41.20(b)(2) of this subpart.

(c) Time for filing appeal brief.
Appellant must file an appeal brief
within two months from the date of the
filing of the notice of appeal (see
§41.31(a)).

(d) Extension of time to file appeal
brief. The time for filing an appeal brief
is extendable under the provisions of
§ 1.136(a) of this title for applications
and § 1.550(c) of this title for ex parte
reexamination proceedings.

(e) Content of appeal brief. The appeal
brief must contain, under appropriate
headings and in the order indicated, the
following items:

(1) Statement of the real party in
interest (see paragraph (f) of this
section).

(2) Statement of related cases (see
paragraph (g) of this section).

(3) Jurisdictional statement (see
paragraph (h) of this section).

(4) Table of contents (see paragraph (i)
of this section).

(5) Table of authorities (see paragraph
(j) of this section).

(6) [Reserved.]

(7) Status of amendments (see
paragraph (1) of this section).

(8) Grounds of rejection to be
reviewed (see paragraph (m) of this
section).

(9) Statement of facts (see paragraph
(n) of this section).

(10) Argument (see paragraph (o) of
this section).

(11) An appendix containing a claims
section (see paragraph (p) of this
section), a claim support and drawing
analysis section (see paragraph (r) of
this section), a means or step plus
function analysis section (see paragraph
(s) of this section), an evidence section
(see paragraph (t) of this section), and a
related cases section (see paragraph (u)
of this section).

(f) Statement of real party in interest.
The “statement of the real party in
interest” shall identify the name of the
real party in interest. The real party in
interest must be identified in such a
manner as to readily permit a member
of the Board to determine whether
recusal would be appropriate. Appellant
is under a continuing obligation to
update this item during the pendency of
the appeal. If an appeal brief does not
contain a statement of real party in
interest, the Office will assume that the
named inventors are the real party in
interest.

(g) Statement of related cases. The
“‘statement of related cases” shall
identify, by application, patent, appeal,
interference, or court docket number, all
prior or pending appeals, interferences
or judicial proceedings, known to any
inventors, any attorneys or agents who
prepared or prosecuted the application
on appeal and any other person who
was substantively involved in the
preparation or prosecution of the
application on appeal, and that are
related to, directly affect, or would be
directly affected by, or have a bearing on
the Board’s decision in the appeal. A
related case includes any continuing
application of the application on appeal.
A copy of any final or significant
interlocutory decision rendered by the
Board or a court in any proceeding
identified under this paragraph shall be
included in the related cases section
(see paragraph (u) of this section) in the
appendix. Appellant is under a
continuing obligation to update this
item during the pendency of the appeal.
If an appeal brief does not contain a
statement of related cases, the Office
will assume that there are no related
cases.

(h) Jurisdictional statement. The
“jurisdictional statement” shall
establish the jurisdiction of the Board to
consider the appeal. The jurisdictional
statement shall include a statement of
the statute under which the appeal is
taken, the date of the Office action
setting out the rejection on appeal from
which the appeal is taken, the date the
notice of appeal was filed, and the date

the appeal brief is being filed. If a notice
of appeal or an appeal brief is filed after
the time specified in this subpart,
appellant must also indicate the date an
extension of time was requested and, if
known, the date the request was
granted.

(i) Table of contents. A “table of
contents” shall list, along with a
reference to the page where each item
begins, the items required to be listed in
the appeal brief (see paragraph (e) of
this section) or reply brief (see
§41.41(d) of this subpart), as
appropriate.

(j) Table of authorities. A “table of
authorities” shall list cases
(alphabetically arranged), statutes and
other authorities along with a reference
to the pages where each authority is
cited in the appeal brief or reply brief,
as appropriate.

(k) [Reserved.]

(1) Status of amendments. The “status
of amendments” shall indicate the
status of all amendments filed after final
rejection (e.g., whether entered or not
entered).

(m) Grounds of rejection to be
reviewed. The ““‘grounds of rejection to
be reviewed” shall set out the grounds
of rejection to be reviewed, including
the statute applied, the claims subject to
each rejection and references relied
upon by the examiner.

(n) Statement of facts. The “‘statement
of facts” shall set out in an objective and
non-argumentative manner the material
facts relevant to the rejections on
appeal. A fact shall be supported by a
reference to a specific page number of
a document in the Record and, where
applicable, a specific line or paragraph,
and drawing numerals. A general
reference to a document as a whole or
to large portions of a document does not
comply with the requirements of this
paragraph.

(o) Argument. The “argument” shall
explain why the examiner erred as to
each ground of rejection to be reviewed.
Any explanation must address all points
made by the examiner with which the
appellant disagrees. Any finding made
or conclusion reached by the examiner
that is not challenged will be presumed
to be correct. For each argument an
explanation must identify where the
argument was made in the first instance
to the examiner or state that the
argument has not previously been made
to the examiner. Each ground of
rejection shall be separately argued
under a separate heading.

(1) Claims standing or falling together.
For each ground of rejection applicable
to two or more claims, the claims may
be argued separately (claims are
considered by appellants as separately
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patentable) or as a group (claims stand
or fall together). When two or more
claims subject to the same ground of
rejection are argued as a group, the
Board may select a single claim from the
group of claims that are argued together
to decide the appeal on the basis of the
selected claim alone with respect to the
group of claims as to the ground of
rejection. Any doubt as to whether
claims have been argued separately or as
a group as to a ground of rejection will
be resolved against appellant and the
claims will be deemed to have been
argued as a group. Any claim argued
separately as to a ground of rejection
shall be placed under a subheading
identifying the claim by number. A
statement that merely points out what a
claim recites will not be considered an
argument for separate patentability of
the claim.

(2) Arguments considered. Only those
arguments which are presented in the
argument section of the appeal brief and
that address claims set out in the claim
support and drawing analysis section in
the appendix will be considered.
Appellant waives all other arguments in
the appeal.

(3) Format of argument. Unless a
response is purely legal in nature, when
responding to a point made in the
examiner’s rejection, the appeal brief
shall specifically identify the point
made by the examiner and indicate
where appellant previously responded
to the point or state that appellant has
not previously responded to the point.
In identifying any point made by the
examiner, the appellant shall refer to a
page and, where appropriate, a line or
paragraph, of a document in the Record.

(p) Claims section. The “claims
section” in the appendix shall consist of
an accurate clean copy in numerical
order of all claims pending in the
application or reexamination
proceeding on appeal. The status of
every claim shall be set out after the
claim number and in parentheses (e.g.,
1 (rejected), 2 (withdrawn), 3 (objected
to), 4 (cancelled), and 5 (allowed)). A
cancelled claim need not be reproduced.

(q) [Reserved.]

(r) Claim support and drawing
analysis section. For each independent
claim involved in the appeal and each
dependent claim argued separately (see
paragraph (0)(1) of this section), the
claim support and drawing analysis
section in the appendix shall consist of
an annotated copy of the claim (and, if
necessary, any claim from which the
claim argued separately depends)
indicating in boldface between braces ({
1) the page and line or paragraph after
each limitation where the limitation is
described in the specification as filed. If

there is a drawing or amino acid or
nucleotide material sequence, and at
least one limitation is illustrated in a
drawing or amino acid or nucleotide
material sequence, the “claims support
and drawing analysis section” in the
appendix shall also contain in boldface
between the same braces ({ }) where
each limitation is shown in the
drawings or sequence.

(s) Means or step plus function
analysis section. For each independent
claim involved in the appeal and each
dependent claim argued separately (see
paragraph (0)(1) of this section) having
a limitation that appellant regards as a
means or step plus function limitation
in the form permitted by the sixth
paragraph of 35 U.S.C. 112, for each
such limitation, the “means or step plus
function analysis section” in the
appendix shall consist of an annotated
copy of the claim (and, if necessary, any
claim from which the claim argued
separately depends) indicating in
boldface between braces ({ }) the page
and line of the specification and the
drawing figure and element numeral
that describes the structure, material or
acts corresponding to each claimed
function.

(t) Evidence section. The “evidence
section” shall contain only papers
which have been entered by the
examiner. The evidence section shall
include:

(1) Contents. A table of contents.

(2) [Reserved.]

(3) [Reserved.]

(4) [Reserved.]

(5) Affidavits and declarations.
Affidavits and declarations, if any, and
attachments to declarations, before the
examiner and which are relied upon by
appellant in the appeal. An affidavit or
declaration otherwise mentioned in the
appeal brief which does not appear in
the evidence section will not be
considered.

(6) Other evidence filed prior to the
notice of appeal. Other evidence, if any,
before the examiner and filed prior to
the date of the notice of appeal and
relied upon by appellant in the appeal.
Other evidence filed before the notice of
appeal that is otherwise mentioned in
the appeal brief and which does not
appear in the evidence section will not
be considered.

(7) Other evidence filed after the
notice of appeal. Other evidence relied
upon by the appellant in the appeal and
admitted into the file pursuant to
§41.33(d) of this subpart. Other
evidence filed after the notice of appeal
that is otherwise mentioned in the
appeal brief and which does not appear
in the evidence section will not be
considered.

(u) Related cases section. The ‘“‘related
cases section” shall consist of copies of
orders and opinions required to be cited
pursuant to paragraph (g) of this section.

(v) Appeal brief format requirements.
An appeal brief shall comply with §1.52
of this title and the following additional
requirements:

(1) Page and line numbering. The
pages of the appeal brief, including all
sections in the appendix, shall be
consecutively numbered using Arabic
numerals beginning with the first page
of the appeal brief, which shall be
numbered page 1. If the appellant
chooses to number the lines, line
numbering may be within the left
margin.

(2) Double spacing. Double spacing
shall be used except in headings, tables
of contents, tables of authorities,
signature blocks, and certificates of
service. Block quotations must be
indented and can be one and one half
or double spaced.

(3) [Reserved.]

(4) Font. The font size shall be 14
point, including the font for block
quotations and footnotes.

(5) Length of appeal brief. An appeal
brief may not exceed 30 pages,
excluding any statement of the real
party in interest, statement of related
cases, jurisdictional statement, table of
contents, table of authorities, status of
amendments, signature block, and
appendix. An appeal brief may not
incorporate another paper by reference.
A request to exceed the page limit shall
be made by petition under §41.3 filed
at least ten calendar days prior to the
date the appeal brief is due.

(6) Signature block. The signature
block must identify the appellant or
appellant’s representative, as
appropriate, and a registration number,
a correspondence address, a telephone
number, a fax number and an e-mail
address.

m 10. Revise §41.39 to read as follows:

§41.39 Examiner’s answer.

(a) Answer. If the examiner
determines that the appeal should go
forward, then within such time and
manner as may be established by the
Director the examiner shall enter an
examiner’s answer responding to the
appeal brief.

(b) No new ground of rejection. An
examiner’s answer shall not include a
new ground of rejection.

m 11. Revise §41.41 to read as follows:

§41.41 Reply brief.

(a) Reply brief authorized. An
appellant may file a single reply brief
responding to the points made in the
examiner’s answer.
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(b) Time for filing reply brief. If the
appellant elects to file a reply brief, the
reply brief must be filed within two
months of the date of the mailing of the
examiner’s answer.

(c) Extension of time to file reply brief.
A request for an extension of time to file
a reply brief shall be presented as a
petition under § 41.3 of this part.

(d) Content of reply brief. Except as
otherwise set out in this section, the
form and content of a reply brief are
governed by the requirements for an
appeal brief as set out in §41.37 of this
subpart. A reply brief may not exceed 20
pages, excluding any table of contents,
table of authorities, and signature block,
required by this section. A request to
exceed the page limit shall be made by
petition under § 41.3 of this part and
filed at least ten calendar days before
the reply brief is due. A reply brief must
contain, under appropriate headings
and in the order indicated, the following
items:

(1) Table of contents—see §41.37(i) of
this subpart.

(2) Table of authorities—see § 41.37(j)
of this subpart.

(3) [Reserved.]

(4) Statement of additional facts—see
paragraph (f) of this section.

(5) Argument—see paragraph (g) of
this section.

(e) [Reserved.]

(f) Statement of additional facts. The
“statement of additional facts” shall
consist of a statement of the additional
facts that appellant believes are
necessary to address the points raised in
the examiner’s answer and, as to each
fact, must identify the point raised in
the examiner’s answer to which the fact
relates.

(g) Argument. Any arguments raised
in the reply brief which are not
responsive to points made in the
examiner’s answer will not be
considered and will be treated as
waived.

(h) [Reserved.]

(i) No amendment or new evidence.
No amendment or new evidence may
accompany a reply brief.

§41.43 [Removed]

m 12. Remove §41.43.
m 13. Revise §41.47 to read as follows:

§41.47 Oral hearing.

(a) Request for oral hearing. If
appellant desires an oral hearing,
appellant must file, as a separate paper,
a written request captioned:

“REQUEST FOR ORAL HEARING”.

(b) Fee. A request for oral hearing
shall be accompanied by the fee
required by §41.20(b)(3) of this part.

(c) Time for filing request for oral
hearing. Appellant must file a request

for oral hearing within two months from
the date of the examiner’s answer.

(d) Extension of time to file request for
oral hearing. A request for an extension
of time shall be presented as a petition
under § 41.3 of this part.

(e) Date for oral hearing. If an oral
hearing is properly requested, the Board
shall set a date for the oral hearing.

(f) Confirmation of oral hearing.
Within such time as may be ordered by
the Board, appellant shall confirm
attendance at the oral hearing. Failure to
timely confirm attendance will be taken
as a waiver of any request for an oral
hearing.

(g) List of terms. At the time appellant
confirms attendance at the oral hearing,
appellant shall supply a list of technical
terms and other unusual words which
can be provided to any individual
transcribing an oral hearing.

(h) Length of argument. Unless
otherwise ordered by the Board,
argument on behalf of appellant shall be
limited to 20 minutes.

(i) Oral hearing limited to Record. At
oral hearing only the Record will be
considered. No additional evidence may
be offered to the Board in support of the
appeal. Any argument not presented in
a brief cannot be raised at an oral
hearing.

(j) Recent legal development.
Notwithstanding paragraph (i) of this
section, an appellant or the examiner
may rely on and call the Board’s
attention to a recent court or Board
opinion which could have an effect on
the manner in which the appeal is
decided.

(k) Visual aids. Visual aids may be
used at an oral hearing, but must be
limited to documents or artifacts in the
Record or a model or an exhibit
presented for demonstration purposes
during an interview with the examiner.
At the oral hearing, appellant shall
provide one copy of each visual aid
(photograph in the case of an artifact, a
model or an exhibit) for each judge and
one copy to be added to the Record.

(1) Failure to attend oral hearing.
Failure of an appellant to attend an oral
hearing will be treated as a waiver of
oral hearing.

m 14. Revise §41.50 to read as follows:

§41.50 Decisions and other actions by the
Board.

(a) Affirmance and reversal. The
Board may affirm or reverse an
examiner’s rejection in whole or in part.
Affirmance of a rejection of a claim
constitutes a general affirmance of the
decision of the examiner on that claim,
except as to any rejection specifically
reversed.

(b) Remand. The Board may remand
an application to the examiner. If in
response to a remand for further
consideration of a rejection, the
examiner enters an examiner’s answer,
within two months the appellant shall
exercise one of the following two
options to avoid abandonment of the
application or termination of a
reexamination proceeding:

(1) Request to reopen prosecution.
Request that prosecution be reopened
before the examiner by filing a reply
under §1.111 of this title with or
without amendment or submission of
evidence. Any amendment or evidence
must be responsive to the remand or
issues discussed in the examiner’s
answer. A request that complies with
this paragraph will be entered and the
application or patent under
reexamination will be reconsidered by
the examiner under the provisions of
§1.112 of this title. A request under this
paragraph will be treated as a request to
dismiss the appeal.

(2) Request to re-docket the appeal.
The appellant may request that the
Board re-docket the appeal (see
§41.35(a) of this subpart) and file a
reply brief as set forth in §41.41 of this
subpart. A reply brief may not be
accompanied by any amendment or
evidence. A reply brief which is
accompanied by an amendment or
evidence will be treated as a request to
reopen prosecution pursuant to
paragraph (b)(1) of this section.

(c) Remand not final action.
Whenever a decision of the Board
includes a remand, the decision shall
not be considered a final decision of the
Board. When appropriate, upon
conclusion of proceedings on remand
before the examiner, the Board may
enter an order making its decision final.

(d) New ground of rejection. Should
the Board have a basis not involved in
the appeal for rejecting any pending
claim, it may enter a new ground of
rejection. A new ground of rejection
shall be considered an interlocutory
order and shall not be considered a final
decision. If the Board enters a new
ground of rejection, within two months
appellant must exercise one of the
following two options with respect to
the new ground of rejection to avoid
dismissal of the appeal as to any claim
subject to the new ground of rejection:

(1) Reopen prosecution. Submit an
amendment of the claims subject to a
new ground of rejection or new
evidence relating to the new ground of
rejection or both, and request that the
matter be reconsidered by the examiner.
The application or reexamination
proceeding on appeal will be remanded
to the examiner. A new ground of
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rejection by the Board is binding on the
examiner unless, in the opinion of the
examiner, the amendment or new
evidence overcomes the new ground of
rejection. In the event the examiner
maintains the new ground of rejection,
appellant may again appeal to the
Board.

(2) Request for rehearing. Submit a
request for rehearing pursuant to §41.52
of this subpart relying on the Record.

(e) Recommendation. In its opinion in
support of its decision, the Board may
include a recommendation, explicitly
designated as such, of how a claim on
appeal may be amended to overcome a
specific rejection. When the Board
makes a recommendation, appellant
may file an amendment or take other
action consistent with the
recommendation. An amendment or
other action, otherwise complying with
statutory patentability requirements,
will overcome the specific rejection. An
examiner, however, upon return of the
application or reexamination
proceeding to the jurisdiction of the
examiner, may enter a new ground of
rejection of a claim amended in
conformity with a recommendation,
when appropriate.

(f) Request for briefing and
information. The Board may enter an
order requiring appellant to brief
matters or supply information or both
that the Board believes would assist in
deciding the appeal. Appellant will be
given a non-extendable time period
within which to respond to the order.
Failure of appellant to timely respond to
the order may result in dismissal of the
appeal in whole or in part.

(g) Extension of time to take action. A
request for an extension of time to
respond to a request for briefing and
information under paragraph (f) of this
section is not authorized. A request for
an extension of time to respond to Board
action under paragraphs (b) and (d) of
this section shall be presented as a
petition under §41.3 of this part.

W 15. Revise §41.52 to read as follows:

§41.52 Rehearing.

(a) Request for rehearing authorized.
An appellant may file a single request
for rehearing.

(b) Time for filing request for
rehearing. Any request for rehearing
must be filed within two months from
the date of the decision mailed by the
Board.

(c) Extension of time to file request for
rehearing. A request for an extension of

time shall be presented as a petition
under § 41.3 of this part.

(d) Content of request for rehearing.
The form of a request for rehearing is
governed by the requirements of
§41.37(v) of this subpart, except that a
request for rehearing may not exceed 10
pages, excluding any table of contents,
table of authorities, and signature block.
A request to exceed the page limit shall
be made by petition under § 41.3 at least
ten calendar days before the request for
rehearing is due. A request for rehearing
must contain, under appropriate
headings and in the order indicated, the
following items:

(1) Table of contents—see §41.37(i) of
this subpart.

(2) Table of authorities—see § 41.37(j)
of this subpart.

(3) [Reserved.]

(4) Argument—see paragraph (f) of
this section.

(e) [Reserved.]

(f) Argument. A request for rehearing
shall state with particularity the points
believed to have been misapprehended
or overlooked by the Board. In filing a
request for rehearing, the argument shall
adhere to the following format: “On
page X, lines y-z of the Board’s opinion,
the Board states that (set out what was
stated). The point misapprehended or
overlooked was made to the Board in
(identify paper, page and line where
argument was made to the Board) or the
point was first made in the opinion of
the Board. The response is (state
response).” As part of each response,
appellant shall refer to the page number
and line or drawing number of a
document in the Record. A general
restatement of the case will not be
considered an argument that the Board
has misapprehended or overlooked a
point. A new argument cannot be made
in a request for rehearing, except:

(1) New ground of rejection. Appellant
may respond to a new ground of
rejection entered pursuant to
§41.50(d)(2) of this subpart.

(2) Recent legal development.
Appellant may rely on and call the
Board’s attention to a recent court or
Board opinion which is relevant to an
issue decided in the appeal.

(g) No amendment or new evidence.
No amendment or new evidence may
accompany a request for rehearing.

(h) Decision on rehearing. A decision
will be rendered on a request for
rehearing. The decision on rehearing is
deemed to incorporate the underlying

decision sought to be reheard except for
those portions of the underlying
decision specifically modified on
rehearing. A decision on rehearing is
final for purposes of judicial review,
except when otherwise noted in the
decision on rehearing.

W 16. Revise §41.54 to read as follows:

§41.54 Action following decision.

After a decision by the Board and
subject to appellant’s right to seek
judicial review, the application or
reexamination proceeding will be
returned to the jurisdiction of the
examiner for such further action as may
be appropriate consistent with the
decision by the Board.

m 17. Add § 41.56 to read as follows:

§41.56 Sanctions.

(a) Imposition of sanctions. The Chief
Administrative Patent Judge or an
expanded panel of the Board may
impose a sanction against an appellant
for misconduct, including:

(1) Failure to comply with an order
entered in the appeal or an applicable
rule.

(2) Advancing or maintaining a
misleading or frivolous request for relief
or argument.

(3) Engaging in dilatory tactics.

(b) Nature of sanction. Sanctions may
include entry of:

(1) An order declining to enter a
docket notice.

(2) An order holding certain facts to
have been established in the appeal.

(3) An order expunging a paper or
precluding an appellant from filing a
paper.

(4) An order precluding an appellant
from presenting or contesting a
particular issue.

(5) An order excluding evidence.

(6) [Reserved.]

(7) An order holding an application
on appeal to be abandoned or a
reexamination proceeding terminated.

(8) An order dismissing an appeal.

(9) An order denying an oral hearing.

(10) An order terminating an oral
hearing.

Dated: May 29, 2008.

Jon W. Dudas,

Under Secretary of Commerce for Intellectual
Property and Director of the United States
Patent and Trademark Office.
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